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Status 

1 )(3 Responsive to communication(s) filed on 01 May 1011 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) ^| Claim(s) 1-39 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 



Application and Claims Status 



1. 



Applicant's response filed 10/1 1/2005 is acknowledged and entered. 



2. 



Claims 1-39 are pending. 



Election/Restrictions 



3. Claims 4-1 1 and 14-25 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 10/1 1/2005. 

4. Applicant has elected the following species for the elected invention (Claims 1-3, 12, 13, 
and 26-39) in the reply filed on 10/1 1/2005: 

a. For the single specific species of compound/member, applicant elected 

polypeptide. 

b. For the single specific species of support, applicant elected bead. 

5. Claims 28-30 and 34-36 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to nonelected species, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 10/1 1/2005. 
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6. Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39 are under consideration in this Office 
Action. 

Priority 

7. This instant application is a DIV of 09/397,432 filed 09/17/1999, which is a CIP of 
09/160,458 filed 09/24/1998. This instant application claims benefit to a provisional application 
of 60/101,096 filed 09/18/1998. This instant application is granted the benefit of priority for 
09/397,432 under 35 U.S.C 120 and for 60/101,096 under 35 U.S.C 1 19(e). In addition, the 
instant elected invention (Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39) is granted the benefit of 
priority for 09/160,458 under 35 U.S.C 120. 

Information Disclosure Statement 

8. The information disclosure statements (IDS) filed on 08/04/2003 and 10/19/2005 have 
been reviewed, and its references have been considered as noted on PTO-1449 forms. Note: 
Applicant indicated that copies of the documents were submitted in the parent application^). 

Specification 

9. The disclosure is objected to because of the following informalities: 

Although the instant specification does refer to the prior application, it did not include the 
status of the prior application. Applicant is reminded that the specific reference to the earlier 
filed application must be made in the instant application, i.e. a reference to the prior application 
must be inserted as the first sentence(s) of the specification of this application or in an 
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application data sheet (37 CFR 1.76), if applicant intends to rely on the filing date of the prior 
application under 35 U.S.C. 119(e) or 120. See 37 CFR 1.78(a). This should appear as the first 
sentence(s) of the specification following the title, preferably as a separate paragraph unless it 
appears in an application data sheet. For benefit claims under 35 U.S.C. 120, the reference must 
include the relationship (i.e., continuation, divisional, or continuation-in-part) of all 
nonprovisional applications. Also, the current status of all nonprovisional parent applications 
referenced should be included. The instant specification needs to include the status of the prior 
applications of 09/397,432 and 09/160,458, which are now a patent. In addition, the reference to 
the prior applications is not inserted as the first sentence(s) of the specification. 
Appropriate correction is required. 



10. Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39 are under consideration in this Office 
Action. 



1 1 . The instant invention recites a product (i.e. a library of compounds of claim 1, a chemical 
library of claim 26, or a library of polypeptides of claim 37). 

The structure of the product comprises a plurality of compound (i.e. compound of 
claim 1 /member chemical of claim 26/polypeptide of claim 37), a support, and one or 
more population of semiconductor nanocrystals. 

Each compound is bound to the support. 

Each support is associated with one or more population of semiconductor 
nanocrystals. Additionally, the phrase "associated with " is define in the specification as 
items that are physically linked such as covalent binding or not physically linked such as 
method of recording association/correspondence (see instant specification pg. 12 line 25 
thru pg. 13, line 2). Thus, this limitation is broadly interpreted to encompass a variety of 
attachments such as direct and indirect attachment between the instant claimed support 
and the instant claimed nanocrystal. 

Each population of semiconductor nanocrystals has a distinct characteristic spectral 
emission. This limitation is interpreted as a functional property of the instant claimed 
nanocrystal. 
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Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Zarling et al. (US Patent 5,674,698). 

Zarling et al. disclose methods, compositions, and apparatus for the detection of analytes 
(see e.g. Abstract; col. 5, lines 23-39; col. 7, lines 38-64). In general, the composition comprises 
a probe (refers to instant claimed compound of claim 1/member chemicals of claim 26), a label, 
and a solid substrate (refers to instant claimed support)(see e.g. col. 12, line 60 thru col. 13, line 
2; col. 22, lines 55-60; col. 23, lines 30-52; col. 24, lines 6-17; col. 24, line 60 thru col. 25, line 
29). The probe is immobilized on the solid substrate (refers to instant claimed limitation of 
'each compound is bound to the support')(see e.g. col. 23, lines 30-52; col. 24, lines 6-17; col. 
24, line 60 thru col. 25, line 29). The probe includes antibody, which is define as one or more 
polypeptides (refers to instant claimed polypeptide of claim 37, and instant claims 13 and 27)(see 
e.g. col. 10, lines 33-50; col. 11, lines 25-27; col. 12, line 65 thru col. 13, line 2; col. 23, lines 30- 
52). The solid substrate includes bead (refers to instant claimed support and instant claims 12 
and 33)(see e.g. col. 23, lines 30-52; col. 24, line 60 thru col. 25, line 29). The label is the up- 
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converting phosphor particles (refers to instant claimed nanocrystals) in which each up- 
converting phosphor particle comprises an absorber (refers to instant claimed a shell layer 
overcoating the core) and the emitting center (refers to instant claimed core) such that the 
combination of absorber and emitter produces emission spectra (refers to instant claimed 
functional property of the nanocrystal, and instant claims 2, 3, 31, 32, 38 and 39)(see e.g. col. 13, 
lines 43-47; col. 14, lines 17-50; col. 16, lines 19-48; col. 24, lines 18-45). The label is directly 
or indirectly attached to the probe (refers to claimed limitation of 'each support is associated 
with one or more population of semiconductor nanocrystals')(see e.g. col. 19, line 62 thru col. 
20, line 16; col. 23, lines 30-52/ Additionally, Zarling et al. disclose a plurality of the 
composition (refers to instant claimed library)(see e.g. col. 24, line 60 thru col. 25, line 29). 
Therefore, the compositions of Zarling et al. anticipate the presently claimed product. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

16. Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dower et al. (US Patent 5,770,358) in view of Weiss et al. (US Patent 
5,990,479). 

Dower et al. disclose the libraries of tagged synthetic oligomer and the method of 
synthesizing the libraries (see e.g. Abstract; col. 1, lines 11-17; col. 3, lines 13-28; col. 3, lines 
57-63). The library comprises oligomers bound to a solid supports and labeled with identifier 
tags (see e.g. col. 3, lines 13-28; col. 3, lines 57-63; col. 4, line 66 thru col. 5, line 4). The 
oligomers include polypeptides (refers to instant claimed compound of claim 1/member 
chemicals of claim 26/polypeptide of claim 37, and instant claims 13 and 27)(see e.g. col. 6, 
lines 27-52; col. 8, line 48 thru col. 9, line 14). The solid supports include bead (refers to instant 
claimed support and instant claims 12 and 33)(see e.g. col. 8, lines 21-30; col. 10, lines 42-52; 
col. 11, lines 22-45). The identifier tags include fluorescent compounds (see e.g. col. 3, lines 57- 
63; col. 5, lines 50-67; col. 15, lines 10-35) and are either attached to the oligomer or the solid 
support (see e.g. col. 11, lines 49-63; col. 16, lines 31-39). 

The libraries of Dower et al. differ from the presently claimed invention by failing to 
include semiconductor nanocrystal labels. 

Weiss et al. disclose semiconductor nanocrystal probes and the method of making and 
using the probes (see e.g. Abstract; col. 2, lines 18-37; col. 3, lines 1-28). The semiconductor 
nanocrystal probes comprise semiconductor nanocrystals, probe, and linking agent (see e.g. col. 
2, lines 18-37; col. 3, line 66 thru col. 4, line 20). The probe includes affinity molecules such as 
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peptides (see e.g. col. 6, lines 63-67). The semiconductor nanocrystals comprise of core/shell 
configuration and emits light within a narrow wavelength band (see e.g. col. 6, lines 18-47). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include semiconductor nanocrystal labels as taught by Weiss et al. in the 
libraries of Dower et al. One of ordinary skill in the art would have been motivated to include 
semiconductor nanocrystal labels in the libraries of Dower et al. for the advantage of providing a 
stable probe material for biological applications having a wide absorption band and capable of 
exhibiting either a detectable change in absorption or of emitting radiation in a narrow 
wavelength band (Weiss: col. 2, lines 3-7) since both Dower et al. and Weiss et al. disclose a 
labeled probe wherein the probe is peptide (Dower: col. 4, line 66 thru col. 5, line 4; col. 6, lines 
27-52; Weiss: col. 2, lines 38-42; col. 6, lines 63-67). Furthermore, one of ordinary skill in the 
art would have a reasonable expectation of success in the combination of Dower et al. and Weiss 
et al. because the type of labeled use would be a choice of experimental design and is considered 
within the purview of the cited prior art. 

Thus, the combine teachings of Dower et al. and Weiss et al. do render the product of the 
instant claims prima facie obvious. 

Double Patenting 

1 7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
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USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



18. Claims 1, 3, 12, 13, 26, 27, 32, 33, 37, and 39 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 2, and 10-12 of U.S. 
Patent No. 6,326,144 Bl (refers to as Bawendi's '144) in view of Dower et al. (US Patent 
5,770,358). 

The claims of Bawendi's '144 disclose a composition. The structure of the composition 
comprises a compound and semiconductor nanocrystal that have a characteristic spectra emission 
(see claims 1 and 2). The compound includes biological compound such as peptide (see claims 
10-12). 

The composition of Bawendi's '144 differs from the presently claimed invention by 
failing to disclose the solid support bound to the compound and a library of the compounds, i.e. a 
plurality of the compositions. 

Dower et al. disclose the libraries of tagged synthetic oligomer and the method of 
synthesizing the libraries (see e.g. Abstract; col. 1, lines 11-17; col. 3, lines 13-28; col. 3, lines 
57-63). The library comprises oligomers bound to a solid supports and labeled with identifier 
tags (see e.g. col. 3, lines 13-28; col. 3, lines 57-63; col. 4, line 66 thru col. 5, line 4). The 
oligomers include polypeptides (refers to instant claimed compound of claim 1/member 
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chemicals of claim 26/polypeptide of claim 37, and instant claims 13 and 27)(see e.g. col. 6, 
lines 27-52; col. 8, line 48 thru col. 9, line 14). The solid supports include bead (refers to instant 
claimed support and instant claims 12 and 33)(see e.g. col. 8, lines 21-30; col. 10, lines 42-52; 
col. 11, lines 22-45). The identifier tags include fluorescent compounds (see e.g. col. 3, lines 57- 
63; col. 5, lines 50-67; col. 15, lines 10-35) and are either attached to the oligomer or the solid 
support (see e.g. col. 1 1, lines 49-63; col. 16, lines 31-39). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to disclose the solid support bound to the compound and a library of the 
compounds, i.e. a plurality of the compositions, as taught by Dower et al. in the composition of 
Bawendi's '144. One of ordinary skill in the art would have been motivated to disclose the solid 
support bound to the compound and a library of the compounds, i.e. a plurality of the 
compositions, in the composition of Bawendi's '144 wherein the bead provides the advantage of 
greater surface area for a reaction and the ability to screen a multiplicity of chemical compounds 
simultaneously and the library of compounds provides the advantage of effectively screening a 
multiplicity of chemical for structure-activity relationship since both Bawendi's '144 and Dower 
et al. disclose a labeled probe wherein the probe is peptide (Bawendi's '144: claims 1, 2, and 10- 
12; Dower: col. 4, line 66 thru col. 5, line 4; col. 6, lines 27-52). Furthermore, one of ordinary 
skill in the art would have a reasonable expectation of success in the combination of Bawendi's 
'144 and Dower et al. because Dower et al. disclose the success by example of bound labeled 
peptide probes on beads (Dower: col. 23, line 60 thru col. 26, line 24). 

Therefore, the combine teachings of Bawendi's '144 and Dower et al. do render the 
product of the instant claims prima facie obvious. 



Application/Control Number: 10/632,922 



Art Unit: 1639 



Page 11 



19. Claims 1-3, 12, 13, 26, 27, 31-33, and 37-39 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-4, 6, 7, 8, 9, and 16-20 of 
U.S. Patent No. 6,617,583 Bl (refers to as Bawendi's '583) in view of Dower et al. (US Patent 
5,770,358). 

The claims of Bawendi's '583 disclose a composition. The structure of the composition 
comprises support and semiconductor nanocrystal bound to the support (see claims 1, 7, and 16). 
The semiconductor nanocrystal have a distinguishable spectra emission and comprise a 
semiconductor nanocrystal and an overcoating at a surface of the nanocrystal (see claims 1-4, 6, 
7, 8, 9, and 16-20). 

The composition of Bawendi's '583 differs from the presently claimed invention by 
failing to disclose a compound bound to the solid support and a library of the compounds, i.e. a 
plurality of the compositions. 

Dower et al. disclose the libraries of tagged synthetic oligomer and the method of 
synthesizing the libraries (see e.g. Abstract; col. 1, lines 1 1-17; col. 3, lines 13-28; col. 3, lines 
57-63). The library comprises oligomers bound to a solid supports and labeled with identifier 
tags (see e.g. col. 3, lines 13-28; col. 3, lines 57-63; col. 4, line 66 thru col. 5, line 4). The 
oligomers include polypeptides (refers to instant claimed compound of claim 1/member 
chemicals of claim 26/polypeptide of claim 37, and instant claims 13 and 27)(see e.g. col. 6, 
lines 27-52; col. 8, line 48 thru col. 9, line 14). The solid supports include bead (refers to instant 
claimed support and instant claims 12 and 33)(see e.g. col. 8, lines 21-30; col. 10, lines 42-52; 
col. 11, lines 22-45). The identifier tags include fluorescent compounds (see e.g. col. 3, lines 57- 
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63; col. 5, lines 50-67; col. 15, lines 10-35) and are either attached to the oligomer or the solid 
support (see e.g. col 11, lines 49-63; col. 16, lines 31-39). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to disclose a compound bound to the solid support and a library of the 
compounds, i.e. a plurality of the compositions as taught by Dower et al. in the composition of 
Bawendi's '583. One of ordinary skill in the art would have been motivated to disclose a 
compound bound to the solid support and a library of the compounds, i.e. a plurality of the 
compositions in the composition of Bawendi's '583 for the advantage of providing the ability to 
screen a multiplicity of chemical compounds simultaneously since both Bawendi's '583 and 
Dower et al. disclose labeled solid support (Bawendi's '583: claims 1, 7, and 16; Dower: col. 11, 
lines 49-63; col. 16, lines 31-39). Furthermore, one of ordinary skill in the art would have a 
reasonable expectation of success in the combination of Bawendi's '583 and Dower et al. 
because Dower et al. disclose the success by example of bound labeled peptide probes on beads 
(Dower: col. 23, line 60 thru col. 26, line 24). 

Thus/Therefore, the combine teachings of Bawendi's '583 and Dower et al. do render the 
product of the instant claims prima facie obvious. 

Conclusion 

20. No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to My-Chau T. Tran whose telephone number is 571-272-0810. 
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The examiner can normally be reached on Monday: 8:00-2:30; Tuesday-Thursday: 7:30-5:00; 
Friday: 8:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang can be reached on 571-272-081 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



met 

January 9, 2006 




PRIMARY EXAMINER 



